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DETAILED ACTION 

Response to Arguments 

1. Applicant's arguments with respect to claims 1-16 have been considered but are 
moot in view of the new ground(s) of rejection. 

Cla im Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 1 and 8 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The claimed limitation of "generating device 
independent color space data from grayscale data that corresponds to the selected 
highlight" has two meanings, i.e. the "device independent color space data" could 
correspond to the "selected highlight", or the "grayscale data" could correspond to the 
"selected highlight". Applicant's disclosure teaches the first alternative (e.g. paragraph 
[0026]) but does not teach the second alternative. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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5. Claims 1 and 8 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. The claimed limitation of "generating device 
independent color space data from grayscale data that corresponds to the selected 
highlight" has two meanings, i.e. the "device independent color space data" could 
correspond to the "selected highlight", or the "grayscale data" could correspond to the 
"selected highlight". For purposes of examination the meaning that the "grayscale data" 
corresponds to the "selected highlight" will be assumed. 

Claim Rejections - 35 USC § 103 

1. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

2. Claims 1, 2, 8 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Geshwind (US 5,050,984) in view of Tuijn et al. (Hereinafter Tuijn": US 6058207). 

Regarding claims 1 and 8, Geshwind teaches a method and analogous system 
for generating highlight image data from grayscale image data comprising: selecting a 
highlight for conversion of grayscale image data (column 7, lines 33-47). 

Geshwind does not specifically teach the further limitation of generating device 
independent color space data from grayscale data that corresponds to the selected 
highlight. 
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However, Tuijn discloses the method of generating device independent color 
space data from grayscale data that corresponds to the selected highlight (column 8, 
lines 19-23). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to combine Tuijn's method with Geshwind's teaching, the 
motivation to combine being to accurately specify the actual color produced 
independent of the device (Tuijn: column 7, lines 31-32). 

Regarding claims 2 and 9, Geshwind in combination with Tuijn teaches the 
method and analogous system of claim 1, the highlight selection further comprising: 
using a document plug-in program to select the highlight (Tuijn: column 6, lines 31- 
34). 

3. Claims 3 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Geshwind in combination with Tuijn as applied to claim 1 above, and further in view of 
Masaki (US 6775408). 

Regarding claims 3 and 10, Geshwind in combination with Tuijn teaches the 
method and analogous system of claim 1. 

Geshwind in combination with Tuijn does not explicitly disclose the highlight 
selection further comprising: selecting a grayscale image file for highlight conversion. 

However, Masaki discloses an imaging system further comprising: selecting a 
grayscale image file for highlight conversion (column 3, lines 32-34). 



Application/Control Number: 10/758,618 Page 5 

Art Unit: 2624 

Therefore it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to combine Masaki's file selecting method with the 
combined teaching of Geshwind and Tuijn, the motivation to combine being to provide 
flexibility in image processing. 

4. Claims 4-7 and 11-16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Geshwind in view of Tuijn as applied to claim 1 above, and further in view of 
Marsden et al. (Hereinafter "Marsden": US 6225974). 

Regarding claims 4, 11 and 12, Geshwind in combination with Tuijn teaches 
the method and analogous system of claim 1, the device independent color space data 
generation further comprising: generating first device independent color space data 
from the grayscale image data (Tuijn: column 8, lines 19-23). 

Geshwind in combination with Tuijn does not disclose generating second device 
independent color space data from the first device independent color space data. 

However, Marsden discloses generating second device independent color space 
data from the first device independent color space data (Fig. 3, i.e. XYZ to Lab). 

Therefore it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to generate a second device independent color space data 
from the first device independent color space data, the motivation being to provide for 
flexibility in matching between multiple input devices and multiple output devices 
(Marsden: column 3, lines 23-32). 
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Regarding claims 5 and 13, Geshwind in combination with Tuijn and in view 
of Marsden teaches the method and analogous system of claim 4, the first device 
independent color space data generation further comprising: converting the grayscale 
data to the first device independent color space in accordance with a device dependent 
profile (Marsden: column 5, line 65 to column 6, line 3). 

Regarding claims 6 and 14, Geshwind in combination with Tuijn and in view 
of Marsden teaches the method and analogous system of claim 5, the second device 
independent color space data generation further comprising: converting the first device 
independent color space data to second device independent color space data in 
accordance with a device independent profile (Marsden: column 8, lines 48-67). 

Regarding claims 7, 15 and 16, Geshwind in combination with Tuijn and in 
view of Marsden teaches the method and analogous system of claim 6 wherein the 
device dependent profile is for converting grayscale data to CIE XYZ color space data 
(Marsden: column 2, lines 55-59) and the device independent profile is for 
converting CIE XYZ color space data to calibrated RGB color space data (Marsden: 
column 7, lines 9-14). 

Conclusion 

5. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire 
later than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CLIFTON G. DALEY whose telephone number is 571- 
270-3144. The examiner can normally be reached on Monday - Friday 7:30am - 
4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Samir Ahmed can be reached on 571-272-7413. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Samir Ahmed 
Examiner 
Art Unit 2624 

CGD 

9/10/2008 
/Samir A. Ahmed/ 

Supervisory Patent Examiner, Art Unit 2624 



